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Limited Use License 

 

By and between 

 

Strem Chemicals Inc. 

a company duly registered under the laws of the Commonwealth of Massachusetts, U.S.A. of 7 

Mulliken Way, Newburyport, MA, USA or its duly authorized distributor 

("SELLER") 

 

and 

 

Purchaser of 

 

Licensed Products (as defined below) 

("PURCHASER ") 

 

 

NOTICE:  PURCHASE OF THIS PRODUCT IS SUBJECT TO STREM CHEMICALS, INC.’S  

TERMS AND CONDITIONS OF SALE.  A COMPLETE COPY OF SUCH TERMS AND 

CONDITIONS MAY BE FOUND AT  http://www.strem.com/about/conditions_of_sale.php 

 

 

Limited Use License Agreement 

 

The compound(s) you have purchased (the “Licensed Product”), and/or the use thereof, may be 

covered by claims in the following patents and patent applications owned or controlled by 

President and Fellows of Harvard College (collectively “Patent Rights”): (a) 

 

Case Country SerialNumber 
FilingDat

e 
PatentNumber IssueDate Type FilingStatus 

2130 

China 

200380106327.7 11/14/03 200380106327.7 08/24/11 Natl Issd 

201110201274.3 11/14/03 20111020124 05/28/14 DIV Issd 

201110201579.4 11/14/03 201110201579.4 10/23/13 DIV Issd 

France 
10150011.4 11/14/03 2182088 07/17/13 Natl Issd 

03783541.0 FR 11/14/03 1563117 01/06/10 Natl Issd 

Germany 
10150011.4 11/14/03 2182088 (60344554.6) 07/17/13 Natl Issd 

03783541.0 DE 11/14/03 1563117 01/06/10 Natl Issd 

Japan 

2004-570408 11/14/03 4988159 05/11/12 Natl Issd 

2010-062302 11/14/03 5226717 03/22/13 DIV Issd 

2011-137554 11/14/03 5714989 03/20/15 DIV Issd 

2012-033846 11/14/03     DIV Pending 

http://www.strem.com/about/conditions_of_sale.php
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2015-080137 11/14/03     DIV Pending 

South Korea 

10-2011-7010727 11/14/03 1266441 05/15/13 DIV Issd 

10-2011-7010728 11/14/03 1266442 05/15/13 DIV Issd 

10-2012-7014939 11/14/03 1437250 08/27/14 DIV Issd 

10-2014-7013245 11/14/03 1530502 06/15/15 DIV Issd 

10-2014-7013244 11/14/03     DIV Pending 

10-2015-7014429 11/14/03     DIV Pending 

U.S. 

10/534,687 05/12/05 7,557,229 07/07/09 Utility Issd 

12/496,499 07/01/09 7,737,290 06/14/10 DIV Issd 

12/535,324 08/04/09 8,455,672 06/04/13 DIV Issd 

UK 
10150011.4 11/14/03 2182088 07/17/13 Natl Issd 

03783541.0 GB 11/14/03 1563117 01/06/10 Natl Issd 

2749 

China 200780029810.8 06/26/07 200780029810.8 12/19/12 Natl Issd 

France 07796442.7 FR 06/26/07 2032529 10/17/12 Natl Issd 

Germany 07796442.7 DE 06/26/07 2032529 10/17/12 Natl Issd 

Japan 2009-518210 06/26/07 5555872 06/13/14 Natl Issd 

South Korea 2009-7001242 06/26/07 1467587 11/25/14 Natl Issd 

Taiwan 96123199 06/27/07 I401259 07/11/13 Natl Issd 

U.S. 11/581,987 10/17/06 7,638,645 12/29/09 Utility Issd 

UK 07796442.7 GB 06/26/07 2032529 10/17/12 Natl Issd 

4580 U.S. 10/643,090 08/19/03 7,396,949 07/08/08 Utility Issd 

 

 

(b) any patent or patent application that claims priority to and is a divisional, continuation, reissue, 

renewal, reexamination, substitution or extension of the patent application(s) identified in (a) 

above; (c) any patents issuing on any of the patent applications identified in (a) or (b), including 

any reissues, renewals, reexaminations, substitutions or extensions thereof;  (d) any claim of a 

continuation-in-part application or patent (including any reissues, renewals, reexaminations, 

substitutions or extensions thereof) that is entitled to the priority date of, and is directed 

specifically to subject matter specifically described in, at least one of the patents or patent 

applications identified in (a), (b) or (c); and (e) any foreign counterpart (including PCTs) of any of 

the patents or patent applications identified in (a), (b) or (c) or of the claims identified in (d) 

 

Definitions. 

 

Whenever used in this License with an initial capital letter, the terms defined below, whether used 

in the singular or the plural, shall have the meanings specified below. 

 

1.2. “Licensed Process” shall mean any process, the practice of which falls within the scope of a 

Valid Claim.   

 

1.3. “Licensed Product” means any composition of matter, the manufacture, use, sale or 

importation of which falls within the scope of a Valid Claim. 
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1.4. Valid Claim” means:  (a) a claim of an issued and unexpired patent within the Patent Rights 

that has not been (i) held permanently revoked, unenforceable, unpatentable or invalid by a 

decision of a court or governmental body of competent jurisdiction, unappealable or unappealed 

within the time allowed for appeal, (ii) rendered unenforceable through disclaimer or otherwise, 

(iii) abandoned, or (iv) lost through an interference proceeding; or (b) a pending claim of a 

pending patent application within the Patent Rights that (i) has been asserted and continues to be 

prosecuted in good faith and (ii) has not been abandoned or finally rejected without the possibility 

of appeal or refiling. 

 

This Limited Use License Agreement is valid only if you acquired Licensed Product from Strem 

Chemicals, Inc. By using the Licensed Product, you explicitly agree with the terms and conditions 

of this Limited Use License.    

 

This Limited Use License grants to the Purchaser the royalty free and non-transferable 

right (a) to use the amount of Licensed Product purchased by such third party to practice 

Licensed Processes, solely to form thin films, (b) to market, make, have made, offer for sale, 

have sold and sell products that include thin films made through the use of the purchased 

Licensed Product in a Licensed Process and (c) to resell the purchased Licensed Products 

solely for research purposes; provided  that such resales shall be limited to no more than 

one (1) kilogram of each Licensed Product per calendar year per customer facility. 

 

Purchaser agrees to use Licensed Products in compliance with all applicable laws and regulations, 

including, without limitation, applicable human health and animal welfare laws and regulations. 

Purchaser may not engage in clinical trials without Strem Chemicals, Inc.’s prior written consent. 

 

THE LICENSED PRODUCTS ARE PROVIDED AS-IS AND WITH NO WARRANTY, 

EITHER EXPRESS OR IMPLIED, AND SPECIFICALLY WITHOUT ANY WARRANTY OF 

MERCHANTIBILITY, NON-INFRINGEMENT OR FITNESS FOR A PARTICULAR 

PURPOSE.  UNDER NO CIRCUMSTANCES SHALL STREM CHEMICALS OR 

PRESIDENT AND FELLOWS OF HARVARD COLLEGE BE LIABLE FOR ANY CLAIMS, 

DEMANDS, LIABILITIES, COSTS, LOSSES, DAMAGES OR EXPENSES (INCLUDING 

LEGAL COSTS AND ATTORNEY’S FEES) OF WHATEVER KIND OR NATURE CAUSED 

TO OR SUFFERED BY ANY PERSON OR ENTITY THAT DIRECTLY OR INDIRECTLY 

ARISE OUT OF OR RESULT FROM OR ARE ENCOUNTERED IN CONNECTION WITH 

THE USE OF THE LICENSED PRODUCTS OR THE PRACTICE OF LICENSED 

METHODS. PURCHASER SHALL INDEMNIFY AND HOLD STREM CHEMICALS AND 

PRESIDENT AND FELLOWS OF HARVARD COLLEGE HARMLESS FROM AND 

AGAINST ANY AND ALL CLAIMS, DAMAGES, COSTS, EXPENSES AND OTHER 

LIABILITIES WITH RESPECT TO THE LICENSED PRODUCTS, LICENCED PROCESS 

AND THE PATENT RIGHTS. 

 

This Limited Use License is subject to and governed by the laws of the Commonwealth of 

Massachusetts. 


